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- The MA/LING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

' I !?5 Peri0C ! ? r rep ', y ?P ecified above is less than thirtv ( 3 °) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- ff NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 09 October 2002 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O G 213 
Disposition of Claims 

4) M Claim(s) U32 is/are pending in the application. 

4a) Of the above claim(s) 13-32 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

eM C\a\vn(s)M2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) M Claim(s) 1-32 are subject to restriction and/or election requirement. 
Application Papers 

9) I3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) IS Notice of References Cited (PTO-892)«-tfirfce 4) □ Interview Summary (PTO-41 3) Paper No(s) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-152) 

3) |_| Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1. Applicant's election of Group I, claims 1-12, in Paper No. 6 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors 
in the restriction requirement, the election has been treated as an election without 
traverse (MPEP § 818.03(a)). 

2. Claims 13-32 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic 
or linking claim. Election was made without traverse in Paper No. 6. 

3. Claims 1-12 are objected to because of the following informalities: Claim 1 
recites a misspelled word, "carniculatonin"; it should be corniculatonin. 
Appropriate correction is required. 

4. The disclosure is objected to because of the following informalities: there is 
no "Example 8". 

Appropriate correction is required. 

5. 35 U.S.C. §101 states: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

\ 
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6. Claims 1-12 are rejected under 35 USC 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims, as written, do not sufficiently distinguish over novel compounds 
as they exist naturally because the claims do not particularly point out any non- 
naturally occurring differences between the claimed products and the naturally 
occurring products. In the absence of the hand of man, the naturally occurring 
products are considered non-statutory subject matter. See Diamond v. 
Chakrabarty, 447 U.S. 303, 206 USPQ 193 (1980). The claims should be amended 
to indicate the hand of the inventor, e.g., by insertion of "Isolated" or "Purified" as 
taught by pages 1 and 10 of specification for example. See MPEP 2105. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
. public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hedge et al, Bloor, or Podolak et al. 

The claims are directed to a novel oleanane triterpenoid oligoglycoside. 
Hedge et al disclose triterpene compound (abstract; materials and methods; 
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figures). 

Bloor discloses a triterpene saponin and *hese these were oleanane-type 
saponins (abstract). 

Podolak et al discloses a triterpene saponoside compound that has antifungal 
activity (abstract; p, S70 column 1). Podolak et al disclose that the isolated 
compound has antifungal activity against Candida albicans (p. S71, column 2). 

The claims are directed to compounds which the prior art appears to 
disclose. The prior art appears to disclose the same or similar formula as set 
forth in formula 1. While the compounds of the reference were not obtained from 
source, they nevertheless appear to be the same or an obvious or analogous variant 
of the compound broadly and non-specif ically claimed by applicants because they 
appear to possess the same or similar functional characteristics, i.e. oleanane 
triterpene and have antifungal activity. The source of a particular compound does 
not impart novelty or unobviousness to a particular compound when said compound 
is taught by the prior art. Since the Patent Office does not have the facilities for 
examining and comparing applicants' compound with the compound of the prior art 
reference, the burden is upon applicants to show an unobvious distinction between 
the material structural and functional characteristics of the claimed compound and 
the compound of the prior art. See In re Best . 562 F.2d 1252, 195 USPQ 430 
(CCPA 1977) and In re Fitzgerald et al. . 205 USPQ 594. 

It is noted that the recitation of "is used for the treatment..." and "is used 
as a food preservative" is viewed as intended use. A recitation of the intended 
use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
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invention from the prior art. If the prior art structure is capable of performing 
the intended use, then it meets the claim. In a claim drawn to a process of making, 
the intended use must result in a manipulative difference as compared to the prior 
art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). 

7. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The claims recite "trivially called 
carniculatonin" (corniculatonin); this recitation is vague and indefinite. What is 
the compound definitely called? 

8. No claims are allowed. 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

10. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to N. M. AAinnif ield whose telephone number is 
703-305-3394. The examiner can normally be reached on M-F (8:00-5:30) Second 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lynette R.F. Smith can be reached on 703-308-3909. The 
fax phone numbers for the organization where this application or proceeding is 
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assigned are 703-308-4556 for regular communications and 703-308-4556 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
703-308-0196. 
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